REMARKS 

Claims 20-25, 28-32, 35-38 and 41-46 are now 
pending in this application. Applicants have amended the 
claims to overcome the Examiner's objections and rejections 
as described in more detail below. The request for 
cancellation of claims herein is made without prejudice and 
applicants preserve their right to obtain claims to the 
canceled subject matter in divisional or continuing 
applications claiming priority from this application. 

RESPONSE TO EXAMINER'S OBJECTIONS 

Claim 49 stands objected to because in line 2 
W CP 2 F" should read W CH 2 F" . Applicants have canceled claim 
49 herein, thereby obviating this rejection. 

RESPONSE TO EXAMINER'S REJECTIONS 

35 U.S. C. § 112, first paragraph 

Claims 43-48 stand rejected under 35 U.S.C. § 112, 
first paragraph because the Examiner contends they contain 
subject matter which was not described in the specification 
in such a way as to enable one of skill in the art to use 
the invention. Specifically, the Examiner contends that the 
specification, while enabling the treatment of autoimmune 
disease, does not provide enablement for the prevention of 
autoimmune disease. In order to expedite allowance of the 
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pending claims, applicants have amended claim 43 (and 
therefore claims 44-46 which depend therefrom) to delete 
reference to the prevention of autoimmune disease. Claims 
47 and 48 have been canceled. Applicants, therefore, 
respectfully request that the Examiner reconsider and 
withdraw the rejection under 35 U.S.C. § 112, first 
paragraph. 

3 5 U.S.C. § 112, second paragraph 

Claims 28 and 43 stand rejected under 35 U.S.C. § 
112, second paragraph as being indefinite for failing to 
particularly point out and distinctly claim the subject 
matter which applicants regard as the invention. 

Specifically, the Examiner contends that in claim 
28 the substituent "Z" is defined but there is no W Z" in the 
claimed formula. Applicants have amended the formula in 
claim 28 to delete the substituent "A" and substitute 
therefor the substituent "Z" thus obviating the rejection. 
Support for this amendment can be found throughout the 
specification as originally filed, particularly at page 9, 
lines 20-28. 

The Examiner also contends that the phrase 
"autoimmune disease" in claim 43 is vague and one of 
ordinary skill in the art would not be able to ascertain its 
metes and bounds. Applicants traverse. 
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One of ordinary skill in the art understands the 
meaning of "autoimmune disease." Autoimmune disease is 
defined in the art as a disease "caused by antibodies 
produced against substances naturally present in the body." 
(The Oxford Dictionary and Thesaurus American Edition 
(1996)) .* As such, it is well within the skill of the art 
to ascertain the metes and bounds of claim 43. 

Applicants request that the Examiner reconsider 
and withdraw the 35 U.S.C. § 112, second paragraph 
rej ections . 

Double Patenting 

i. Statutory Type Double Patenting 

Claims 20-25 and 28-32 stand rejected under 35 

U.S.C. § 101 because the Examiner contends they claim the 

same invention as claims 1-11 of United States Patent No. 

5,756,465. 

Claims 1-11 of United States Patent No. 5,756,465 
recite compounds and pharmaceutical compositions "comprising 
an amino acid sequence having an N- terminal blocking group 
and a C-terminal Asp residue connected to an electronegative 
leaving group, wherein said amino acid sequence corresponds 



* For the convenience of the Examiner, applicants have 
attached a copy of the relevant page from this reference 
at tab B. 
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to the sequence Ala-Tyr-Val-His-Asp, residues 112 to 116 of 
Seq. I.D. No. 3." 

However, claims 2 0-25 and 28-32 of the instant 
application recite compounds and pharmaceutical compositions 
"comprising an amino acid sequence having an N-terminal 
blocking group and a C-terminal Asp residue connected to an 
electronegative leaving group, wherein said amino acid 
sequence substantially corresponds to at least a portion of 
the sequence Ala-Tyr-Val-His-Asp, residues 112 to 116 of 
Seq. I.D. No. 3." (Claim 2 0 is used as an example; emphasis 
is added. ) 

The claims of the instant invention are thus not 
coextensive with the claims of United States Patent No. 
5,756,465. Applicants therefore respectfully request that 
the Examiner reconsider and withdraw the double patenting 
rejections under 35 U.S. C. § 101. 

ii. Non-Statutory Double Patenting 
Claims 20-27, 28-34 and 49 stand rejected under 
the judicially created doctrine of double patenting in view 
of claims 1-11 of United States Patent No. 5,756,465. In 
order to overcome this rejection, applicants will file a 
Terminal Disclaimer in compliance with 37 C.F.R. 1.321 upon 
notice that the claims are otherwise in condition for 
Allowance . 
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35 U.S. C. S 102 (b) 

Claims 20-49 stand rejected under 35 U.S.C. 102(b) 
as being anticipated by various references. Specifically, 
the Examiner contends that WO 9305071 ( / 071 , published March 
18, 1993), WO 9115577 ( '577 , published October 17, 1991), 
Thornberry et al . ( " Thornberry " , published April 30, 1992) 
and Rosenthal et al . (" Rosenthal " , published November, 1991) 
were "patented or described in a printed publication in this 
or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application 
for patent in the United States." Applicants traverse. 

These documents were not published before 
applicants' earliest priority date. The instant application 
is a continuation of, and claims priority to, United States 
Application No. 09/039,657 (now issued United States Patent 
No. 6,136,787) which is a divisional application of United 
States Application No. 440,179 (now issued United States 
Patent No. 5,756,465). As such, the instant application is 
entitled to claim priority from United States Application 
No. 203,176 (filed February 28, 1994 and now issued United- 
States Patent No. 5,416,013), and United States Application 
No. 750,644 (filed August 30, 1991). 

It is clear that the priority date for the instant 
application of August 30, 1991 is prior to the publication 
dates of ' 071 , ' 577 , Thornberry and Rosenthal. These 
documents are, therefore, not prior art to this application. 
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Applicants therefore request that the Examiner reconsider 
and withdraw the 35 U.S.C. 102(b) rejections based on these 
references . 



CONCLUSION 

In view of the foregoing remarks and amendments, 
applicants request that the Examiner favorably reconsider 
this application and allow the amended claims now pending in 
it. 

Respectfully submitted, 
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Appendix A 

21. (Amended) The compound according to claim 20 
having the formula : 

Z-Q 2 -Asp-Q x 

where Z is an N-terminal protecting group; 
Q 2 is 0 to 4 amino acids such that the sequence Q 2 -Asp 
substantially corresponds to at least a portion of the 
sequence Ala-Tyr-Val-His-Asp, residues 112 to 116 of Seq. 
I . D . No . 3 ; 

and Q 1 is an electronegative leaving group^ [ : ] 

28. (Amended) A pharmaceutical composition 
comprising a physiologically acceptable carrier and a 
compound of the formula: 

[A] Z-Qs-Asp-Q! 
where Z is an N-terminal protecting group; 
Q 2 is 0 to 4 amino acids such that Q 2 -Asp substantially 
corresponds to at least a portion of the sequence Ala-Tyr- 
Val-His-Asp, residues 112 to 116 of Seq. I.D. No. 3; 
and 

Q 1 is an electronegative leaving group^ [ : ] 

43. (Amended) A method of treating inflammation 
or [preventing and] treating an autoimmune disease in a 



mammal in need of such treatment comprising administering 
said mammal an effective amount of a compound of the 
formula: 

Z-Qs-Asp-Q, 

where Z is an N- terminal protecting group; 
Q 2 is 0 to 4 amino acids such that the sequence Q 2 -Asp 
substantially corresponds to at least a portion of the 
sequence Ala-Tyr-Val-His-Asp, residues 112 to 116 of Seq. 
I . D . No . 3 ; and 

Q 1 is an electronegative leaving group^ [ : ] 
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autodidact|aut xidation 

execution of such a sentence, esp. the burning of a heretic. 
[Port*, =. act of the faith] V 

autodidact /awtodldakt, -data/ n. a setf-taught* person 
□o autodidactic 7-daktik/ adj. [auto- + didact as didactic] 

autoerotism /awto-eratizam/ ru (also autoeroticism /-uo- 
wazml) Psychol sexual excitement generated by stimulat- 
ing, one's own body; masturbation, nu autoerotic Mrotik/ 

airtofocus/awtofokas/ ru a device forfocusing a camera, etc., 

aJSSSS^g^ee/^ ^se^femtotion m plat^ 
oa autogamous adj. [AUTO- + Gk ,gamia Lgamos marriage] 
autogenous /awtoimwA ^-self-produced o autogenous 
welding a process of joining, metal by melting the edges 
together without adding material. . , 
autoalro /awtojfro/ n. (also autogyro) (pL -os) an early form 
of -helicopter with freely rotating horizontal vanes and a pro- 
peUer. (Sp; (as auto-, giro gyration)] , 
autograft /awtograft/ ru Surgery * graft of tissue from one 
point to another of.the same person s body. t - v 

autograph /awttgraf/ ru & ti.. o n. l a a signature, « P; .*at 
ofTcelebrity. b handwriting. 2 a manuscript in an author s 
ownhandwritingja document signed by i« a uthor^.um 
1 sigri (a photograph, autograph alburn, etc.), 2 write A [a 
lett^Tetc.) by hand. [F aww^rop/w otIM autography t Gk 
autographon neut. of autographos (as auto-, -graph) J 
■ n. 2 holograph. • v. 1 see sign v. 1. 
autography/awt6grofee/ n. 1 writing done with one s own 
hand, 2 the facsimile reproduction of writing or illustrauon. 
no autographic /-wgrafik/ adj. 
autogyro var. of AUToenip. .■ ■ 

Autoharp /awtohaarp/ n. propr. a kind of ather with a me- 
chanical dwicc io.allow the playing of chords, 
autoimmune 

by antibodies produced against substances naturally present 

in the bodyi oa autoimmunity n. ■.•>■-, : . . 

autolrrtoxlcatldn ^ 

by a toxin formed within the body itsetf. 
autolysis /awtotfsis/ ru the destruction of celk by their own 

e^es. po autolytic. /awtiUtik/ adj. [G Autofyse (as 

Au^a^Snat/ ru ptopn ^cafeteria 
cratc d machines dispensing' food and dnnk, [G t r <xueo- 
mott, formed as automation] ; .. 

automata /awumayt/ t0 or ^ te 
matiori ticket <ffice has been automated). □ automated 
teller machine electronic machine that allows customers 
to insert a card, punch in an identification number, and then 
nerform banfcing transactions such as depositing or witn- 
fflhg ftincb, ?tc: lAbbr.: ATMir (back-form.^ t. automa- 

^automatize, a automated teller machine coUoq.. casii 
machine, automatic teller machine, 
automatic /awtamauk/ adjV & n. a 1 (of a machine, 
device, etc, or its function) working by itself without direct 
human interventibn. i a done spontaneouslrvV^thout con- 
scious thought or intention (an ™^^™™\* n **' 
essary and inevitable (an automatic Penahy).* 
formed unconsciously or subconsciously. 4 (of ^ firearm) 
that contihues firing until me ammunition is exhausted or 
the pressure on the trigger is released. 5 (of a motor vehicle 
or iB n^rhission) using gears that change automatically 
according to speed and acceleration, an: 1 an automatic 
device, esp. a gun or transmission. 2 coUoq.; a vehicle with 
i automatic transmission, o automatic pilot a device fot 
- keeping an aircraft on a set course. automatically adv. 
automatiaty /awt OT3 tisitee/ n. [formed as automaton + 

■ a self-acting, self-governing, *elf-regulamig, self- 
executing inecnanical,-robotici automated. 2 a 
mechanical; involuntary, instinctive, instinctual, 

: natural, spontaneous, impulsrve, inmiechaw,*^=^ 
conditioned; unconscious, subconscious* mtvutrve, ■ 
reflex^kneerierk, gut, robotlike, ror^onc, unbidden, 
b unavoidable, inevitable, inescapable, ineluctable, 



mandatory, compulsory assured^defimte. 3*ee sense 
2a above, a n. i (spec) AM. machine-gun, MG, . 
tommy gun, pom-pom, Bren, Galling (gun)* Ixwis 
gun, Sten gun; ^chopper. □ automatic pilot 
autopilot, Brit sL George, od automatically 
mechanically, by itself or oneself, on its or one s own; 
involuntarily^ instinctively, iiistincraally, mtuiuvery, • 
spontaneously, impulsively* immediately,, 
unconsciously, untrnnkingly; see also neojssarily. 
automation /awumayshwi/ ru 1 the use of automatic emiip- 
ment to save mental and manual labor.2 the automatic con- 
trol of the manufacture of a product through its successive 
stages, [irreg. £ automatic + -ation] ' , 
automatism /awtomotizom/ n. i PtychoL the performance of ; 
actions unconsciously or subconsaously; such action. 2 in- 
voluntary action. 3 unthinking routine. [F automatisme t. 
automate AUTOMATON] : ■ ^ ■ ■ ■ ; 

automatizayawtomatiz/ v.tr. 1 make (a process, etc) auto- 
matic, 2 subject (a business, enterprise, etc.) to automation. 
an automatization «. [AUTOMATIC + -EE] 

aJiom^V^^^/?. (>>uto™ta/^/£a^ 

tomatons) 1 a piece of mechanism with conceal motive 

Uwer,2s'l^ ^ ^ ^ 

tomaton..[l- 1 Gk, neut. of automatos acting of itself: see 

AUTO-] . s -. . ■ ■ ■ 

a 1 see robot 1,2. 2 see robot 3. : - ;i ■ v: 

automobile /awtamobeel/ ru a motor vehicle for road use 
with an enclosed- passenger compartment; a car. If |as 
auto-, MpBai)] , 

a SCC' CAR 1 

automotlVa'/awt?m6tiv/ adj. concerned with motor vehicles, 
autonomic /awtinomik/ W;. esp, ^ 
untarily.o autonomic ^nervous system <* ^ ner " 
vous s^tem respbnsible for control of the bodily functions 

nTcorLiously^^ ^S^i ^ 

autonomoua /awt6nOT9s/ adj. i having self-governmer^ 2 
acting independently or having the freedom to dp^p. gd au- 
tonomously adv. [Gk autonotnos.(a& autonomy)] :;: 
■ 1 see independent daj. lb. . . .. l - 

autonomy /awt6n«nee/ k A ^^ S I^ " 

ernrnentV2r^onalfreedom r 3rreedpm ; 
governing commumty. bo autonomist n. [Gl autonomy t. ;. 

autos self + nomas law] ; 

a 1 see self-government K 2 see freedom. 1, 2. 
3 freedbm, mdependence, selMeterminaa^^ 
autopilot 7dwt6pilM/ n. an automatic pilot labbr.J ; 
autopsy7awtbpsee/h.;(^ -ies)1 a postmortem exammanpn 
to ^terrnine cause of death, etc. 2 aTiy^ncal^lysis, 3 a u 
personal inspection. [F qutopsie or^modX autopnq I. Ok 1. ^ 
autoptes eyewitness] . , -. ; 

alpostmortem, necropsy. 2 coOo^. postmortem; see ako . ; . 

airtc^^rapnVawtoraydees^raf/ n. a photograph /of an : 
objea, produced by radiation from ^ radioaco ytgOTahn 
the object, do autoradiographic arf> autoradiography 
7awt5riydi6grefee/ ru ' , . ^ 

autosuggestion /awtosogjeschan/ «. a^ypnonc or subcon- , 
scions Suggestion made by a person to lumsetf or herself a^ 

affecting behavior^ |_ , t ...... 

airtotelle /awtoteliW having or being a purpose m itself. 

[autc> + Gk wtoi end] . - ^ i 

autotomy /awtotwnee/ n. Zc^l^he casting ofr^df a part of die , ; 

body when threatened, e.go the tail of d hzard. - 5. 

autdtoxlh /awtot6ksin/ ru a poisonous substance ongmating 
: within a^'organisrn. oo autotoxic adj. ^ .'.'"-"V;" 
auTotrophlcT^tronk, -tr6-/ ^ B^t able to form com- 
plex nutritional organic substances from simple mor^mic 
substances such as carbon dioxide (cf. heterctrophic). 
r auto- + Gk m^toi feeder] - . ^ 

autotype /awtstip/ it 1 a fecsirhfle; 2 a aphotograprucpnnt- 
ing process for monochrome repfoductib^ b a pmt made 
^by tiiis process. : •••:-vr.»^ ^-' v .--^ 

autoxldation 7awt6ksidayshwi/^n. G*«n. oxidation by cx-l 
posure to :airatroom temperature. ■ 
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